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earned patent term adjustment See 37 CFR 1.704(b). 
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2a)n This action is FINAL. 2b)S This action Is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-3, 7 and 8 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Onaka et al. 

3. Regarding claim 1 , Onaka discloses: 
A Raman amplifier, comprising: 

a. an optical fiber [Fig. 1 , #1] that propagates and amplifies a second signal 
light that is a wavelength-multiplexed signal of a first signal light and a reference 
light, wherein the first signal light includes a plurality of wavelengths and the 
reference light is out of a wavelength range of amplification; 0014, 0040] 

b. an excitation light source that outputs an excitation light for amplifying the 
second signal light [Fig. 1 , #1 1]; 

c. a beam splitter that splits a portion of the second signal light into the first 
signal light and the reference light [Fig. 1 , #16] [H 0045, 0049]; 

d. a signal light level detecting unit that detects a level of the first signal light 
[Fig. 1,#17]; 
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e. a reference light level detecting unit [Fig. 1 , #17] that detects a level of the 
reference light [H 0045, 0049]; 

f. and a signal level setting unit that [Fig. 1 , #19], based on the level of the 
reference light, calculates a target value to control signal light level for constantly 
maintaining a Raman gain, and controls the output level of the excitation light in 

. such a way that the first signal level matches with the target value [H 0016]. 

4. Regarding claim 2, Onaka discloses: 

g. The Raman amplifier according to claim 1, wherein the signal level setting 
unit controls the output level of the excitation light [Fig. 1 , #19] 0016] 

in such a way that the target value Ps_on is calculated as: 

Pj_on=Pj_offxGx {PreflPr^fjuii) 

where, Ps_off is the level of the first signal light before being amplified, Pref Jnit 
is the initial level of the reference light, Pref is the level of the reference light after 
the second signal light is amplified, and G is the Raman gain. 

h. The "calculated as" clauses are essentially method limitations or 
statements or intended or desired use. Thus, these claims as well as other 

* 

statements of intended use do not serve to patentably distinguish the claimed 
structure over that of the reference. See In re Pearson . 181 USPQ 641 ; In re 
Yanush . 177 USPQ 705; In re Finstenwalder, 168 USPQ 530; In re Casey . 512 
USPQ 235; In re Otto . 136 USPQ 458; Ex parte Masham . 2 USPQ 2nd 1647. 
See MPEP § 21 14 which states: 
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A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from the prior art 
apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex 
parte Masham . 2 USPQ 2nd 1647 

Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than functions. In re Danly . 120 USPQ 528, 531. 

Apparatus claims cover what a device is not what a device does. Hewlett-Packard Co. v. 
Bausch & Lomb Inc. . 15 USPQ2d 1525, 1528. 

As set forth in MPEP § 21 15, a recitation in a claim to the material or article 
worked upon does not serve to limit an apparatus claim. 



5. Regarding claim 3, Onaka discloses: 

i. The Raman amplifier according to claim 1 , wherein the reference light is a 
monitoring control light that is employed in an optical transmission system [j[ 
0040]. 



6. Regarding claim 7, Onaka discloses: 

An optical relay transmission system comprising: 

j. a signal light transmitting unit that outputs a signal light that has a plurality 
of wavelengths, wavelength-multiplexes and transmits the signal light [Fig. 17, 
#2]; 

k. a reference light output unit that outputs a reference light of a wavelength 

that is out of a wavelength band of the signal light [Fig. 17, #2]; 

I. a Raman amplifier [Fig. 17, #4] that amplifies, based on the reference 

beam, the wavelength-multiplexed signal light, wherein the Raman amplifier 

includes 



* 
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m. an optical fiber [Fig. 1 , #1] that propagates and amplifies a second signal 
light that is a wavelength-multiplexed signal of a first signal light and a reference 
light, wherein the first signal light includes a plurality of wavelengths and the 
reference light is out of a wavelength range of amplification; [U 0014, 0040] 

4 

n. an excitation light source that outputs an excitation light for amplifying the 
second signal light [Fig. 1 , #1 1]; 

o. a beam splitter that splits a portion of the second signal light into the first 
signal light and the reference light [Fig. 1 , #16] [H 0045. 0049]; 
p. a signal light level detecting unit that detects a level of the first signal light 
[Fig. 1, #17]; 

q. a reference light level detecting unit [Fig. 1 , #17] that detects a level of the 
reference light [fl 0045, 0049]; 

r. and a signal level setting unit that [Fig. 1 , #19], based on the level of the 
reference light, calculates a target value to control signal light level for constantly 
maintaining a Raman gain, and controls the output level of the excitation light in 
such a way that the first signal level matches with the target value [^ 0016]. 
s. and a signal receiving unit that receives the signal light amplified by the 
Raman amplifier [Fig. 17, #3]. 

7. Regarding claim 8, Onaka discloses: 

t. The optical relay transmission system according to claim 7 [Fig. 17], 
wherein a plurality of Raman amplifiers [Fig. 17, #4] including a first Raman 
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amplifier and a last Raman amplifier, are cascaded in such a manner that the first 
Raman amplifier receives the wavelength-multiplexed signal light and the signal 
receiving unit receives the signal light amplified by the last Raman amplifier. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized. as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Onaka as 
applied to claim 1 above, and further in view of Islam (USP No. 6819479). Onaka 
discloses a Raman amplifier with all the limitations of claim 1 of the application, but fails 
to disclose a gain equalizer in the optical amplifier. Islam teaches the use of a gain 
equalizer [Fig. 1 , #27] 0012] in any optical amplifier where wave division multiplexing 
is employed. Therefore, it would have been obvious to one skilled in the art (e.g. an 



1 
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optical engineer) at the time the invention was made, to include a gain equalizer in the 
optical amplifier for the purpose of flattening the gain profile of the optical amplifier. 

11. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Onaka as 
applied to claim 1 above, and further in view of Islam (USP No. 6819479). Onaka 
discloses a Raman amplifier with all the limitations of claim 1 of the application, but fails 
to disclose a rare-earth-doped fiber amplifier and variable attenuator in the optical 
amplifier. Islam teaches the use of a rare-earth-doped fiber amplifier [Fig. 1 , #24] [H 
0010] and a variable attenuator [Fig. 1, #15] [H 0026]. Therefore, it would have been 
obvious to one skilled in the art (e.g. an optical engineer) at the time the invention was 
made, to include a variable attenuator and a rare-earth-doped fiber amplifier for the 
purpose of raising the quality factor of each WDM channel. 

12. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Onaka as 
applied to claim 1 above, and further in view of Kamada (USP Appl. No. 10/699698). 
Onaka discloses a Raman amplifier with all the limitations of claim 1 of the application, 
but fails to disclose a failsafe system by which the optical amplifier will reduce pumping 
power to the transmission fiber if a reference signal falls below a certain value. Kamada 
discloses a Raman amplifier with a loss-point detection system, whereby the optical 
amplifier monitors the ASS and reflected radiation coming from the transmission fiber. 
Kamada further teaches that if the ASS signal falls below a certain value, the amplifier 
will mitigate pumping of the transmission fiber. Therefore, it would have been obvious to 
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one skilled in the art (e.g. an optical engineer) at the time the invention was made, to 
include a failsafe in a Raman amplifier that would mitigate pumping of the transmission 
fiber in the event that a reference signal fell below a certain value (indicating a break in 
the transmission fiber) for the purpose of reducing the risk to any person who could be 
in contact with the hamiful radiation emanating form the fiber break. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ari M. Diacou whose telephone number is (571) 272- 

■ 

5591. The examiner can normally be reached on Monday - Friday, 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Keith can be reached on (571) 272-6878. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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